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UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF CALIFORNIA

SAN FRANCISCO DIVISION

ROBERT JACOBSEN,
Plaintiff,
V.
MATTHEW KATZER, et al.,
Defendants.
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No. C-06-1905-JSW

PLAINTIFF’S SURREPLY TO
DEFENDANT’S REPLY, IN THE
BRIEFING OF DEFENDANTS’ MOTION
TO DISMISS AND MOTION TO STRIKE
[DOCKET #192]

Courtroom: 2, 17th Floor

Judge: Hon. Jeffrey S. White
Date: Fri., April 11, 2008
Time: 9:00 a.m.

Plaintiff files this Surreply to respond to Defendants’ Reply in the briefing of their Motion

to Dismiss DMCA and Contract causes of action and Motion to Strike Relief [Docket #192].

l. Introduction

Defendants earlier filed a motion that incorporated by reference portions of its earlier

motions relating to copyright infringement. After Plaintiff objected in his Opposition, Defendants

included argument in their Reply that had not been properly present in their initial motion.

-1-

No. C-06-1905-JSW PLAINTIFF’S SURREPLY TO DEFENDANTS’ REPLY, IN THE BRIEFING OF
DEFENDANTS’ MOTION TO DISMISS AND MOTION TO STRIKE
[DOCKET #192]




© 00 ~N o o b~ w NP

[ T T T N T N R N T N N S T T T N e S e e T =
©® N o O B~ W N P O © 0O N o o0 M wWw N Pk o

Case 3:06-cv-01905-JSW  Document 217-2  Filed 04/04/2008 Page 3 of 22

Plaintiff responds to these arguments.

Plaintiff recently obtained materials from the World Intellectual Property Organization
from the Committee of Experts meeting on Rights Management Information. Plaintiff had put in a
request in early January 2008, but did not have the information available at the time he filed his
Opposition. He includes this newly available information here. He also includes information to

correct a misstatement by Defendants relating to the Photo Resource decision, and another

misstatement relating to Defendants’ motion to strike relief.

1. Argument

A. Defendants Fail to Show that Plaintiff’s DMCA Cause of Action Does Not State
a Claim for Relief

1. Defendants’ Arguments Relating to Copyright Infringement Are Inapposite Because
They Have Not Shown They Have a Contract or License

Using faulty logic and unsupportable argument, Defendants urge this Court to dismiss the
DMCA claim because, so they say, no one can ever infringe Plaintiff’s copyrights. As a
preliminary matter, Defendants address only the “giving JMRI credit” argument, and thus for the
purposes of this motion, concede infringement for their failure to stay within the restrictions on
copying, modifying, and distributing JMRI software, and concede infringement of JMRI software
copyrights licensed under GPL 2.0. Defendants insist they have a contract, but they haven’t shown
acceptance of a contractual offer, therefore, they cannot rely upon an implied license arising from
contract. They attempt to argue that, by posting JMRI software on the web, Plaintiff grants a non-
exclusive license to copy, modify, or distribute, without regard for the restrictions in the Artistic
License or GPL 2.0—a broad interpretation that would wreak havoc on copyright holders. Finally,
Defendants insist that Plaintiff has transferred all his rights, and retains none, either through an
exclusive license, apparently to the public, or through dedication to the public. This theory suffers
a fatal flaw—exclusive licenses or other transfers of ownership require by statute a written
document signed by the copyright holder, and Defendants have produced no such document.
Because they offer no other theory explaining how they obtained a license, Defendants are

infringers and their conduct encourages others to infringe Plaintiff’s copyrights.
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As a preliminary matter, Defendants apparently concede copyright infringement because
(1) they offer no arguments relating to their failure to stay within the restrictions on copying,
modifying, and distributing the Decoder Definition files, or (2) they offer no argument to show that
Plaintiff cannot state a claim for copyright infringement of JMRI software copyrights licensed

under GPL 2.0. See Sun Microsystems, Inc. v. Microsoft Corp., 188 F.3d 1115, 1121 (9th Cir.

1999) (failure to stay within the scope of a license is copyright infringement). Defendants argue
that the only way to violate the Artistic License is to fail to “give credit” to JMRI. Not true. The
Avrtistic License is a license which grants, but also restricts, the exclusive rights of reproduction,
modification, and distribution of the code. Opp. to Mot. to Dismiss & Mot. to Strike, Ex. A.
General Public License 2.0 (GPL 2.0) has similar restrictions, plus an automatic revocation of the
license grant when a user violates any term of the license. 1d. Ex. B. 1 0-6. Thus, with GPL 2.0,
once a term is violated, any future reproduction, modification, or distribution is copyright
infringement. Id. Ex. B 1 4. By failing to make arguments relating to GPL 2.0, Defendants
concede, at least for the purposes of this motion, that they infringe and encourage others to infringe
Plaintiff’s copyrights for code released under the GPL 2.0 license.? Defendants’ actions, in
exercising an exclusive right of copying, modifying, or distributing code, are outside the license
grant of the Artistic License and GPL 2.0. See Second Amended Complaint [hereinafter SAC] 11
280-287. Thus, Plaintiff states a claim for copyright infringement. Defendants’ actions in
removing a reference to license terms, and the license itself, encourage others to engage in
copyright infringement. This, in conjunction with Plaintiff’s arguments in his Opposition, states a
claim under DMCA. That should end the matter relating to Defendants’ motion to dismiss the

DMCA cause of action, but they offer a panoply of flawed theories on how they have a license,

! This Court is hearing another copyright case the same day (April 11, 2008) as it is hearing this
motion. Like the Jacobsen case, Microsoft Corp. v. EEE Business, Inc. involves a restriction on an
exclusive right—the exclusive right of distribution. If EEE Business distributed Microsoft
software outside of the educational license restriction, then it faces liability for copyright
infringement. The same principle is true here. If Defendants Katzer and KAMIND Associates, Inc.
copied, modified, or distributed the Decoder Definition files outside the restrictions of the Artistic
License or GPL 2.0, then Defendants Katzer and KAMIND Associates, Inc. are infringers, and
removing copyright management information encourages others to infringe.

2 Contrary to Defendants’ assertions, this Court did not rule on infringement of JMRI copyrights
licensed under GPL 2.0, but only JMRI copyrightsBIicensed under the Artistic License.
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which Plaintiff addresses next.

Defendants implicitly argue that because the Artistic License exists, Defendants therefore
have a license. This is no more true than if Mr. Katzer walked into his local office supply store and
seized a copy of Adobe Acrobat Professional software from a shelf, claiming that because a license
exists for Adobe, he therefore has a license. Mr. Katzer would not have license until he installed
Adobe and clicked an acceptance of the terms and conditions. Likewise, Defendants must do more

than show the Artistic License and GPL 2.0 exist as documents. Defendants must demonstrate

how they have obtained a license. They fail to do so.

Defendants do not have a contract, a fatal flaw in their implied-license-through-contract
theory. A contract requires an offer, an acceptance, and consideration. Unlike all the cases they

cite, Defendants offer no proof they accepted a contractual offer. Cf. Sun Microsystems, Inc. v.

Microsoft Corp., 188 F.3d 1115 (9th Cir. 1999) (negotiated contract); Polar Bear Prods., Inc. v.

Timex Corp., 384 F.3d 700 (9th Cir. 2004) (negotiated contract); S.O.S., Inc. v. Payday, Inc., 886

F.2d 1081 (9th Cir. 1989) (negotiated contract). They offer no evidence of a click-through
agreement or a shrink-wrap agreement. ProCD, Inc. v. Zeidenberg, 86 F.3d 1447, 1450-53 (7th

Cir. 1996) (shrink-wrap license is a contract under Wisconsin law); see also Wall Data Inc. v. Los

Angeles Sheriff’s Dept., 447 F.3d 769, 775 n.5 (9th Cir. 2006) (describing click-through

agreements). They offer no evidence of acceptance through performance, as would exist in a
unilateral contract. If there is no contract, there can be no breach of a contract, and state contract

law does not govern interpretation of the license. Cf. Sun Microsystems, 188 F.3d at 1122.

Defendants argue that the Court should adopt findings of fact in its earlier ruling, but the Court did
not make any finding of fact that Defendants had accepted a contractual offer. Thus, Defendants’
fatally flawed theory about having a license through a non-existent contract fails.

Defendants next argue that Plaintiff has granted the public a non-exclusive right to copy,
modify, and distribute without restriction. Setting aside that this treats all restrictions in the
Artistic License and GPL 2.0 as if they never existed, this interpretation of the Artistic License and

GPL 2.0 would wreak havoc on any person posting content on the Internet. For instance, the local
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and national newspapers post stories, photos, and other content, daily on their websites. Under
Defendants’ reasoning, these newspapers have no rights in their stories, photos, or other content,
and anyone can copy, modify, and distribute any stories, photos, or other content, without fear of
facing a charge of copyright infringement. Another example: a business owner creates his own
custom-made website and posts it on the Internet. Under Defendants’ theory, anyone can copy,
modify, and distribute the business owner’s website without fear of facing a charge of copyright
infringement. In advocating a broad interpretation of the Artistic License, Defendants’ arguments
again ignore the mandatory authority of the Ninth Circuit’s S.0.S. decision, which requires a
narrow interpretation of the license, and put this Court at risk of adopting erroneous reasoning.®
Again, Defendants’ argument fails.

Defendants make another fatally flawed argument—that Plaintiff has not retained any rights
in the copyright. Mirroring their appellate argument, Defendants argue that Plaintiff has not
retained any rights in the copyrighted work, and refer to two cases® involving exclusive licenses.

Fatal to Defendants’ argument is that both cases involve exclusive licenses, for which a written

transfer that is signed by the copyright owner is required by statute. 17 U.S.C. Sec. 204(a); Effects
Assocs., Inc. v. Cohen, 908 F2d 555, 557 (9th Cir. 1990) (“The rule is really quite simple: If the

copyright holder agrees to transfer ownership to another party, that party must get the copyright
holder to sign a piece of paper saying so.”). Likewise, a dedication to the public is a transfer, and
also requires the transfer to be in writing and signed. Just as they cannot point to any signed
contract between themselves and Plaintiff, Defendants cannot point to any signed transfer
document, transferring all rights in JMRI software to Defendants or the public. So, Defendants are
wrong again. Defendants’ flawed arguments relating to exclusive licenses and irrelevant case law
put this Court at risk of adopting their erroneous reasoning, and should be rejected.

In sum, Defendants do not show they have a license. Therefore, they are infringers, and

¥ Under a proper reading of the S.0.S. decision, the copyright holder who posts content on the web
has at most granted an implied license to his website visitors to make on a visitor’s hard drive a
verbatlm cached copy of a website or other content when the visitor has viewed the content.

% United States Naval Institute v Charter Communications, Inc., 936 F.2d 692 (4th Cir. 1991);
Considine v. Penguin U.S.A., No. 91 Civ. 4405, 1292 WL 183762 (S.D.N.Y. July 20, 1992).
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they have encouraged others to infringe.’

2. Plaintiff’s Copyright Management Information is Within the Scope of DMCA

Plaintiff adds legislative history relating to the DMCA and rebuts Defendants’ arguments

regarding precedent, Photo Resource, which Plaintiff cited in his Opposition, and 1Q Group.

Plaintiff begins with a brief discussion relating to the legislative history, as described in the
Opposition, to place the new material in context.

As noted in Plaintiff’s Opposition, the DMCA originated with an intellectual property
working group, headed by then-PTO Director Bruce Lehman, created as a part of the National
Information Infrastructure task force set up in 1993. After Congress introduced legislation to
implement the task force’s recommendations and held a number of hearings, work to pass the
proposed statutes came to a halt while Director Lehman and others went to Geneva to negotiate the
World Intellectual Property Organization (WIPO) Copyright Treaty. WIPO held a Committee of
Experts meeting, during which member states submitted proposals for the new treaty. Upon treaty
ratification, Congress introduced new bills and held further hearings to put the treaty in effect.
That legislation led to the DMCA. Plaintiff discussed in detail the National Information
Infrastructure task force, congressional hearings, and WIPO treaty in his Opposition, but a specific
report from Committee of Experts meeting was unavailable. He recently obtained the information
from WIPO, the relevant portions of which are attached as Exhibit A. °

During treaty negotiations, the United States sought a broad interpretation for copyright
management information. At the meeting of the Committee of Experts on a Possible Protocol to
the Berne Convention, in Geneva from February 1 to 9, 1996, the United States advocated
language taken from the National Information Infrastructure task force’s White Paper. Ex. A at 2-
3. The United States argued that copyright management information would serve as a license plate

for a work as it traveled the Internet. See Ex. A at5, 11. As stated in its earlier White Paper, the

> Plaintiff has discussed briefly in his Opposition how one may obtain a license when no contract
exists. Defendants claim they are confused by these arguments. See Reply at 7. Plaintiff will
elaborate further at the hearing if the Court seeks further explanation.

® Exhibit A contains selected pages from the Committee of Experts meeting. Plaintiff can make the
full set (approx. 100 pages) available to the Court and Defendants, upon request.
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United States saw a need to protect copyright management information, because of the need to
protect authors, and to protect the public from unknowingly committing copyright infringement.
Id. at 6, 12. And the United States advocated for a broad interpretation of copyright management
information. “The U.S. proposal prohibits the falsification, alteration or removal of any copyright
management information—not just that which is included in or digitally linked to the copyrighted
work.” Id. Plaintiff’s copyright management information, which is in and digitally linked to JMRI
software files, would clearly fall within the definition proposed by the United States during WIPO
Treaty negotiations. The United States definition of copyright management information supports a
construction of the term “copyright management information” that is broader than described in 1Q

Group, Ltd. v. Wiesner Pub. LLC, 409 F. Supp. 2d 587, 597-98 (D.N.J. 2006), which limited

copyright management information to information that was protected by a technological device.
As noted in Plaintiff’s Opposition, the 1Q Group Court did an incomplete review of the legislative
history of the DMCA, and did not consider any of the material from the WIPO Committee of
Experts meeting, now provided by Plaintiff. Thus, a proper interpretation of *“copyright

management information” includes the information that Defendants removed, altered, and falsified.

Defendants argue that the Court should not consider the Photo Resource decision, cited by
Plaintiff in his Opposition, because it was not adopted by an Article 11l judge. More than three
weeks before Defendants filed their Reply, a district court did adopt the magistrate judge’s

findings, and ruled in the copyright holder’s favor. Photo Resource Hawaii, Inc. v. Am. Resource

Hawaii Travel, Inc., 2008 WL 41425, (D. Haw. Jan. 2, 2008) at *1 (order adopting magistrate’s

findings of fact and order as the opinion and order of the district court). Defendants had an
obligation to check their assertion before making it in their filing. By failing to meet their
obligation, they once again put the Court at risk of adopting their reasoning in error.

Defendants argue that 1Q Group excludes any false copyright management information in
Defendants’ software products, which are protected by technological measure. They do not cite to
any portion of the 1Q Group decision that supports their argument. Nor could they. The whole

point of Section 1202 is to subject to scrutiny copyright management information provided by the
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infringer. Thus, Defendants” argument should be rejected.

In sum, the copyright management information in Plaintiff’s software is protected by the
DMCA. Plaintiff has shown he states a claim for relief under Section 1202 because Defendants
removed, altered, or falsified copyright management information, which encourages others to

infringe Plaintiff’s copyrights. Defendants’ motion to dismiss DMCA should be denied.

B. Defendants Confuse “Alleged Infringement” with Infringement in Their
Motion to Strike

No precedent supports striking statutory copyright damages for “alleged infringement”.
Defendants argue that precedent states a Court may strike copyright statutory damages based on the
date “alleged infringement” began. But no case that Defendants cite supports striking relief in the
early stages of litigation when the time infringement began was unknown. All cases Defendants
cited, centered on whether statutory damages were available because infringement, which had been
established, began before copyright registration. Defendants attempt to work around these facts by
slipping in that these cases involved “alleged infringement”. None do. Thus, the case law is
irrelevant. Defendants’ use of this irrelevant case law puts the Court at risk of adopting it in error.
I11.  Conclusion

Plaintiff’s DMCA cause of action states a claim upon which relief can be granted. By
removing Plaintiff’s copyright management information, Defendants encouraged others to infringe
Plaintiff’s copyrights. No relief should be stricken until the entire extent of Defendants’
infringement—not mere use—is established.

Respectfully submitted,

DATED: April 4, 2008 By /sl
Victoria K. Hall, Esq. (SBN 240702)

LAW OFFICE OF VICTORIA K. HALL
3 Bethesda Metro Suite 700
Bethesda MD 20814

Telephone: 301-280-5925
Facsimile: 240-536-9142

ATTORNEY FOR PLAINTIFF
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